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DETAILED ACTION 
Priority 

1 . Receipt is acknowledged of papers submitted under 35 U.S.C. 1 1 9(a)-(d), which 
papers have been placed of record in the file. 

Information Disclosure Statement 

2. The information disclosure statement (IDS) submitted on February 3^^ 2006 is in 
compliance with the provisions of 37 CFR 1 .97. Accordingly, the examiner has 
considered the information disclosure statement. The initialed and dated IDS statement 
is attached to this Office Action. 

Drawings 

3. The drawings are objected to as failing to comply with 37 CFR 1.84(p)(5) 
because they include the following reference character(s) not mentioned in the 
description: 

A) figure 2 shows a component 25, which is not mentioned, in applicant's original 
disclosure in the context of figure 2. [See page 5 line 25 through page 6 line 14.]. 

B) figure 2 shows a component 30, which is not mentioned, in applicant's original 
disclosure in the context of figure 2. [See page 5 line 25 through page 6 line 14.]. 
Corrected drawing sheets in compliance with 37 CFR 1.121(d), or amendment to the 
specification to add the reference character(s) in the description in compliance with 37 
CFR 1.121(b) are required in reply to the Office action to avoid abandonment of the 
application: Any amended replacement-drawing sheet should include all of the figures 
appearing on the immediate prior version of the sheet, even if only one figure is being 
amended. Each drawing sheet submitted after the filing date of an application must be 
labeled in the top margin as either "Replacement Sheet" or "New Sheet" pursuant to 37 
CFR 1.121(d). If the examiner does not accept the changes, the applicant will be 
notified and informed of any required corrective action in the next Office action. The 
objection to the drawings will not be held in abeyance. 

4. The drawings are objected to under 37 CFR 1 .83(a). The drawings must show 
every feature of the invention specified in the claims. Therefore, the limitations of 
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claims 7 through 14 must be shown or the feature(s) canceled from the claim(s). No 
new matter should be entered. 

Possible corrections include 

A) For claims 7-11, a key for each figure listing the potential coating types, of the 
contact members, which are taught in the specification. 

B) For claim 12 a correction to one of the figures or an additional feature showing 
the ESR switch inside the mercury containment vessel. 

C) For claim 13a correction to one or more of the figures indicating that the entire 
ESR switch structure is contained in a shown vacuum vessel. 

D) Adding an additional flow-chart figure, in order to show the method steps of 
claim 14. The examiner notes that any newly added figure must also be listed in the 
brief description of the drawings and described in the specification. Corrected drawing 
sheets in compliance with 37 CFR 1.121(d) are required in reply.to the Office action to 
avoid abandonment of the application. Any amended replacement-drawing sheet should 
include all of the figures appearing on the immediate prior version of the sheet, even if 
only one figure is being amended. The figure or figure number of an amended drawing 
should not be labeled as "amended." If a drawing figure is to be canceled, the 
appropriate figure must be removed from the replacement sheet, and where necessary, 
the remaining figures must be renumbered and appropriate changes made to the brief 
description of the several views of the drawings for consistency. Additional replacement 
sheets may be necessary to show the renumbering of the remaining figures. Each 
drawing sheet submitted after the filing date of an application must be labeled in the top 
margin as either "Replacement Sheet" or "New Sheef pursuant to 37 CFR 1.121(d). If 
the examiner does not accept the changes, the applicant will be notified and informed of 
any required corrective action in the next Office action. The objection to the drawings 
will not be held in abeyance. 

Specification 

5. The disclosure is objected to because of the following informalities: 

A) The specification fails to describe components 25, and 30 of figure 2, [See page 

5 line 25 through page 6 line 14]. Appropriate correction is required. 
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Claim Rejections - 35 USC § 102 

6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

7. Component Claims 1-3 and corresponding method claim14 are rejected under 
35 U.S.C. 102(b) as being anticipated by Kim et a!., US patent 6,291,994 B1 issued 
September 18*^ 2001. 

8. With respect to Claim 1 , Kim et al., teaches and shows, "In a coil-capacitor 
circuit of a nuclear or electron resonance system", [See figure 1 , col. 1 lines 10-16, col. 
14 line 6 through col. 20 line 3, and col. 13 lines 17-20] "a low equivalent series 
resistant switch" [See the ESR switch taught from col. 14 line 6 through col. 18 line 4] 
"selectively added thereto" [See col. 7 lines 50-60; col. 8 lines 7-35; col. 19 line 54 
through col. 20 line 3; the abstract, col. 4 lines 31-33; and col. 5 lines 54-58.], "the 
switch comprising a pair of physically and electrically contacting members" (i.e. the 
terminals of each of the contact points that the MOSFET switch of figure 1 connect to.), 
"having mutually large contact surface areas", (i.e. see figure one where each contact 
point is located at the end of a surface of extended electrical component length in the 
form of a connecting wire.) "said members" (i.e. the terminals of each of the contact 
points that the MOSFET switch of figure 1 connect to), "being movable" (i.e. via the 
rotating switch of figure 1) "between a quiescent position" (i.e. an off or inactive position) 
"where the contact surface areas are separated by a small distance" [See the gap when 
the auto-tune relay switches and capacitors are in the "open" switch position], "and an 
active position" [See figure 1 where the switches are in contact with the terminal end of 
the relay and the capacitor] "where the contact surface areas" (i.e. the electrical contact 
points of the MOSFET semi-conductor switches of figure 1 ) "are brought into physical 
and electrical contact to connect into the coil-capacitor circuit." [See the examples of the 
two active, "closed', "in contact" auto tune and relay capacitors shown in figure 1.] 
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9. With respect to Claim 2, and its corresponding method claim 14, Kim et al., 
teaches and shows, "A low equivalent series resistance (ESR) switch" [See component 
10 and its associated components of figure 1, See also the ESR switch taught from col. 
14 line 6 through col. 18 line 4] "for selectively adding" [See col. 7 lines 50-60; col. 8 
lines 7-35; col. 19 line 54 through col. 20 line "3; the abstract, col. 4 lines 31-33; and col. 
5 lines 54-58.], "to a coil-capacitor circuit of a nuclear or electron resonance system" 
[See figure 1 , col. 1 lines 10-16, col. 14 line 6 through col. 20 line 3, and col. 13 lines 
17-20], "the switch comprising a pair of physically and electrically contacting members" 
(i.e. the terminals of each of the contact points that the MOSFET switch of figure 1 
connect to.), "having mutually large contact surface areas", (i.e. see figure one where 
each contact point is located at the end of a surface of extended electrical component 
length in the form of a connecting wire.) "said mernbers" (i.e. the terminals of each of 
the contact points that the MOSFET switch of figure 1 connect to), "being movable" (i.e. 
via the rotating switch of figure 1 ) "between a quiescent position" (i.e. an off or inactive 
position) "where the contact surface areas are separated by a small distance" [See the 
gap when the auto-tune relay switches and capacitors are in the "open" switch position], 
"and an active position" [See figure 1 where the switches are in contact with the terminal 
end of the relay and the capacitor] "where the contact surface areas" (i.e. the electrical 
contact points of the MOSFET semi-conductor switches of figure 1 ) "are brought into 
physical and electrical contact to connect into the coil-capacitor circuit." [See the 
examples of the two active, "closed', "in contact" auto tune and relay capacitors shown 
in figure 1 .] 

10. With respect to Claim 3, Kim et al., teaches and shows, an "actuating means" 
(i.e. the stepper motor of col. 12 line 54 through col. 13 line 3) "to move said contacting 
members" (i.e. via the switch component of the MOSFET switches of figure 1, col. 15 
line 1, and col. 17 lines 8-53) between said quiescent position" (i.e. an off or Inactive 
position) "and said active position" (i.e. the connecting closed position). ." [See the 
examples of the two active, "closed", "in contact" auto tune and relay capacitors shown 
in figure 1 , as well as the "open" switch of figure 1 component. 1 0 in the auto tune and 
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relay capacitors section.] The same reasons for rejection, which apply to claim 1 also 
apply to claim 3 and need not be reiterated. 

Claim Rejections - 35 USC § 103 

11. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth iri section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

12. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows; 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

13. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

14. Claims 7-11 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Kim et al., US patent 6,291,994 B1 issued September 18"^ 2001; as applied to claims 
1-3 and 14 above, and further in view of Pitzen et al., US patent 5,792,572 issued 
August 1 V** 1 998, with respect to the conventional type of materials from which 
electrical contact members are constructed, and the reasons behind the specific 
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selection of these materials for the manufacturing of those contact members, which are 
well known, and well established features. 

15. With respect to Claim 7, Kim et al., lacks directly teaching that "said contacting 
members are coated with a metal to prevent corrosion and carbonization of the surface 
thereof. However, Pitzen et aL, teaches this limitation with respect to electrical contact 
members. [See Pitzen et a!., col. 7 lines 45-55; col. 10 lines 3-11] It would have been 
obvious to one of ordinary skill in the art at the time that the invention was made to 
modify the teaching of Kim et al., with the teaching of Pitzen et al., because the use of 
a coating on an electrical contacting component to prevent corrosion and carbonization 
of the surface thereof, is well known, since electrical circuits are not always easy or 
cheap to manufacture or "re-manufacture", in case the component breaks or burns out, 
therefore the use of measures to protect the contacts from becoming damaged or 
destroyed in common place in the electrical arts. The same reasons for rejection, and 
obviousness that apply to claims 1, 2, 3, and 14 also apply to claim 7 and need not be 
reiterated. 

16. With respect to Claims 8 through 11, Kim et al., lacks directly teaching that 
"said contacting members are made or coated with": "copper" (i.e. claim 8); "gold" (i.e. 
claim 9) "rhodium"; (i.e. claim 10) "silver"; (i.e. claim 11): However, Pitzen et al,, 
teaches these plating materials for electrical contact members. [See Pitzen et aL, col. 7 
lines 45-55; col. 9 line 57 through col. 10 line 1 1 ; col. 1 1 lines 20-24.] It would have 
been obvious to one of ordinary skill in the art at the time that the invention was made to 
modify the teaching of Kim et al., with the teaching of Pitzen et a!., because the use of 
specific types of coatings and platings of electrical contact members including the 
applicant's listing of coatings comprising "copper" (i.e. claim 8); "gold" (i.e. claim 9) 
"rhodium"; (i.e. claim 10) "silver"; (i.e. claim 11) are all well known and well-established 
electrical contact coatings that are conventionally used to prevent corrosion and 
carbonization of the contact members.] The same reasons for rejection, and 
obviousness that apply to claims 1, 2, 3, and 14 also apply to claims 8 through 11 and 
need not be reiterated. 
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Allowable Subject Matter 
17. Claims 4-6 and 12-13 are objected to as being dependent upon a rejected base 
claim, but would be allowable, pending an updated prior art search based upon the 
applicant's next response if rewritten in independent form including all of the limitations 
of the base claim and any intervening claims. 

Specifically, the prior art of record does not teach or show: 

A) With respect to (Claim 4), that "said contacting members comprise a pair of 
parallel bars and said ESR switch includes a plurality of insulated guide rods to guide 
said parallel bars in and between said quiescent position and said active position", as 
illustrated by applicant's figure 2. 

B) With respect to (Claim 5), that " said contacting members comprise an oval 
cross-section shaped rod disposed between two concave parallel bars, said oval cross- 
section shaped rod being rotatable to said active position to physically and electrically 
connect with said concave parallel bars and further rotatable to said quiescent position 
to physically and electrically disconnect from said concave parallel bars", as illustrated 
by applicant's figure 3. 

C) With respect to (Claim 6), that "said contacting members comprise an elongated 
multi-pole switch having a pair of radially disposed and transversely spaced lugs and a 
pair of radial, externally mounted concave contacts, the lugs being rotatable relative to 
the contacts, whereby rotation of the switch to different angular positions allows different 
pairs of lugs to make physical and electrical contact with said contacts in discrete active 
positions, and also to disconnect the physical and electrical contact between said lugs 
and said contacts in discrete quiescent positions", as illustrated by applicant's figure 4. 

D) With respect to Claim 12, that "said contacting members are made or coated 
with mercury and are contained within a vessel which prevents the Escape of the 
mercury". However, the examiner notes that none of applicant's figures show this 
limitation as claimed. Therefore a correction to the drawings is required. 
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E) With respect to Claim 13, that "the entire low ESR switch as claimed in claim 
1, is contained within a vacuum vessel." However, the examiner notes that none of 
applicant's figures show this limitation as claimed. Therefore a correction to the 
drawings is required. 



1 8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Tiffany Fetzner whose telephone number is: (571 ) 272- 
2241 The examiner can normally be reached on Monday-Thursday from 7:00am to 
4:30pm., and on alternate Friday's from 7:00am to 3:30pm. 

19. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Diego Gutierrez, can be reached at (571) 272-2245. The only official fax 
phone number for the organization where this application or proceeding is assigned is 
(571)273-8300. 

20. Information regarding the status of an application may be obtained from the 
Patent Application information Retrieval (PAIR) system Status information for published 
applications may be obtained from either Private PMR or Public PMR. Status 
information for unpublished applications is available through Private PMR only. For 
more information about the PMR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PMR system contact the Electronic Business 
Center (EBC) at 866-21 7-91 97 (toll-free). / 



Conclusion 





TAP 

September 26, 2006 



Diego Gutierrez 
Supervisory Patent Examiner 
Technology Center 2800 



